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Filed : November 13, 2000 Issued: September 4, 2001 
For : DEVICE FOR ASSOCIATING A CONTAINER AND A COMPUTERIZED _ ; 


DEVICE MONITORING ITS CONTENTS 

REQUEST FOR RECONSIDERATION AND RENEWED PETITION TO ACCEP^P 
DELAYED PAYMENT OF MAINTENANCE FEE UNDER 37 CF.R- 1.378(b) ^ 

Commissioner for Patents 

U-S. Patent and Trademark Office c.nin.^.orT.^..on : " 

Customer Service Window, Mail Stop '^l 

R Artdolnh Buildine ' vunvsj^mk-no* i» bcuig lacsfmitc tf»o*^ 

B ^^^^^^ ^ ^ . ^ 5^1^^ p^j^j . ^ r^vmcni Office. ^\ Nu 

401 Dulany Street isin ^^S - Sz^ ^ ^^ /7o\"^M^:^ 

Alexandria, VA 22314 iv,k-o printed f^tiv ^f^ n ^i^n -^ j^Ys ^'^ i A 

Sir: 


Pursuant to the September 2 1 , 201 2 dismissal of Petitioner's Petition under 37 C.f .R. 
1 ,378(b) to Accept Delayed Payment of the Maintenance Fee Under 37 C.F.R. 1 ■378(b) due on the 
above-identified patent, Petitioner respectiully requests reconsideration of thc^Pemions^ 
Examiner's decision. As this request for reconsideration is being presented within two months of 
the September 21, 2012 decision date, i.e., by November 21, 2012, Petitioner requests 
reconsideration of the previous decision and granting of this renewed Petition, whereby the patent 
will not be considered as having been expired. 

The above-identified patent was i.s.sued on September 4, 2001 . The first maintenance fee 
was paid on March 3, 2005 and the second maintenance fee could have been paid with the 
surcharge set forth in 37 C.F.R. 1 .362(e)( 1 ) as late as September 4, 2009. Since the maintenance 
fee was not paid, the patent expired after midnight on September 4, 2009. 

A petition to accept an unavoidably delayed payment of a maintenance fee was filed on 
February 1, 2012 and included: 


(P2008 5 013(t9338.UOC.\l 


PAGE 2f22-*RCVD AT 11121/2012 4:29:24 PM [Eastern SlanMdTiinel' SVR:W^^^^^^ 


11/21/2012 17:30 FAX 7037161180 


SREENBLUM BERNSTEIN 


12 003/022 


Customer No.: 07055 

Att'y Docket No. P20085 , 

(1 ) the required maimenance fee set forth in Section 1 .20 (e) through (g); 

(2) the .surcharge set forth in Section 1.20(i)(l); and 

(3 a showing that the delay was unavoidable since reasonable care was taken to ensure 
that tlie maintenance fee would be paid timely and that the petition was fi}<=d PrompUy 
after the patentee was notified of, or otherwise became aware of, the expiration Ot the 
-patent The showing must enumerate the steps taken to ensure timely pa^m^t ot the 

. maintenance fee. the date and the manner in which patentee became aware of the 
expiration of the patent, and the steps taken to file the petition promptly. 

Concurrently herewith. Petitioner is submitting a payment in the amount of $ 400.00 for _ 
this petition for reconsideration, as required in September 21 , 201 2 Decision on the Petition, and 
an exhau.stive attempt to provide information in support of item (3), which the Petitions Examiner 
deemed lacking in the February 1, 2012 petition. Also provided with this request for 
reconsideration and renewed petition are verified statements from Mr. John Schmitt and Ms. H61en 
Agniel. 

COMPLIANCE WITH REQUIREMENTS UNDER 3 7 C-F.R. 1.378(b) 

(1 ) MAINTENANCE FEE 

The required second maintenance fee of S2,850.00 as set forth in Section 1.20(f) was 
submitted on February 1 , 201 2. While the fee for the second maintenance fee has increased since 
the filing of the petition, Petitioner docs not believe any additional fee is required for the pending 
matter. However, if additional fees are believed necessary, the Commissioner is authorized to 
charge such fees to the Deposit Account of the undersigned. The Deposit Accoum in.formation is 
provided below. 

(2) SURCHARGE 

The required surcharge of $700.00 as set forth in Section 1.20(i)(l) was submitted on 
February 1, 2012. 

(3 ) SHO WING OF UNA VOIi:>A BLE DE!j\ Y 
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AS corroborated in the attached Statcr»ents by Mr. John Schmitt, the principle ofthe 
Frenchlaw firtn Cabinet John Schmitt, and Ms. Hdfin Agniel, an employee ofthe French law firm 
of Cabinet John Schmitt and in the attached redacted copy ofthe sigtied acknowledgment of 
Cabinet John Schmitt's responsibility for monitoring and paying all U.S. maintenance fees after 
January 2007 in U.S. patents obtained by the U.S. law firm of Greenblum & Bernstein, P.L-C on 
behalf of Cabinet John Schmitt clients, the delay in paying the second maintenance fee was 
unavoidable and this request for reconsideration and grantable renewed petition was promptly 
prepared and submitted after the patentee was notified of the expiration ofthe patent. 

The undersigned states that the delay in payment ofthe maintenance fee was unavoidable. 
This statement is based on information provided to the undersigned as outlined below: 

The patentee engaged the French law firm of Cabinet John Schmitt to prepare and file a 
French patent application No. 98/04802 on April 14, 1998 and an International Application No. 
PCT/FR99/00850 on April 13, 1999 claiming the priority of the French application, lliepatentee 
desired to file a National Stage of International application in the U.S. Patent and Tra<icmark 
Office, and Mr. John Schmitt contacted the law firm of Greenblum & Bernstein, P.L.C. 
[hereinafter "Greenblum & Bcmstcin'l to prepare the application and enter the U.S. national 
stage. Greenblnm & Bernstein pn:,secuted the application until it matured into U.S. Patent No. 
6,2K5,2H5 on September 4, 2001 . 

When U.S. Patent No. 6,285,285 was issued, Greenblum & Bernstein wa.<i respon.sible for 
docketing for and paying the maintenance fees. In 2004, Greenblum & Bemstoin requested 
instructions from Cabinet John Schmitt for payment ofthe first maintenance fee. Cabinet John 
Schmitt instructed CJreenblum & Bernstein to pay the first maintenance fee, and Greenblum & 
Bernstein paid the fee on March 3, 2005. On Apnl 20, 2005, in reporting the payment ofthe fi«t 
maintenance fee, Greenblum & Bernstein informed Cabinet Jolm Schmitt that payment ofthe 
second maintenance fee would be due, without surcharge, by March 4, 2009. 

In 2006, Greenblum & Bernstein .sought to institute a change in their maintenance fee 
policy and on March 1 6, 2006 sent a letter to Cabinet John Schmitt informing tlie French law firm 
that, effective January 2007, Greenblum & Bernstein would no longer be responsible for the 
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docketing and payraenl of U.S. maintenance fees. Moreover, Greenblum & Bernstein informed 
Cabinet John Schmitt that docket entries related to maintenance fees would be removed as of 
January 1 , 2007 and that reminders would no longer be forward. Greenblum & Bernstein further 
infonned Cabinet John Schmitt of several annuity scirices that could assist them in the docketing 
and payment of U.S. maintenance fees. 

On March 29, 2006, Cabinet John Schmitt acknowledged the new Greenblum & Bernstein 
maintenance fee policy and that Cabinet John Schmitt would be responsible for monitoring and 
paying U.S. maintenance fees in patents obtained by Greenblum & Bernstein. A redacted copy of 
Cabinet John Schmitt's acknowledgement of Greenblum & Bexnstein^s the new policy and of 
Cabinet John Schmitt's responsibility for monitoring and paying U.S. maintenance fees is 
attached. 

While exercising the due care and diligence a reasonably prudent person would have taken 
to ensure timely payment of the second U.S. maintenance fee, through a clerical error by Ms. 
Agniel in performing her normal duties (as .set forth in greater detail below), a ihird party ajinuity 
service was not engaged with responsibility for the docketing and payment of the second and 
successive U.S. maintenance fees. 

The patent owner, Biotog S.A., learned from a potential purchaser/licensee on November 
22, 201 1 that the patent had lapsed, and the patent owner contacted Cabinet John Schmitt on the 
same date requesting an explanation of the patent's status. Mr, John Schmilt contacted 
Greenblum Sc Bemsiein by email dated November 22, 201 1 asking whether U.S. Patent No. 
6,285,285 could be revived. The undersigned replied to Mr, Schmitt's letter noting that, as the 
patent had been expired for more than 24 months, that a Petition for Acceptance of Delay 
Maintenance Fee in Expired Patent vvould be required under the unavoidable standard of 37 CF.R. 
1 .378(b). Greenblum & Bemsiein provided details of the petition and presented the requirements 
for making the showing that the delay was unavoidable. 

Greenblum & Bernstein made inquiries to ascertain the relevant facts related to this matter 
to assist them in preparing this Petition, and promptly prepared this grantable petition for filing in 
the U.S. Patent and Trademark Office. Any delay horn the time of discovery of expiration of the 
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above-identified patent until the time of filing the instant petition was the resuH of the need to 
investigate and assemble the evidence necessaiy lo file a grantable petition. The grantable 
Petition to Accept Delayed Payment of Maintenance Fee Under 37 C.F.R. 1 .378(b) was filed 
February 1,2012. 

On September 2 1, 2012, a decision on the petition was received from the U.S. Patent and 

Trademark Office dismissing Petitioner's Petition and setting a two month due date for requesting 

reconsideration of the decision. Through further inquiry with Cabinet John Sclimitt, a verified 
statement by Mr. John Schmitt and an updated verified statement by Ms. Helen Agniel were 
prepared and are attached- These statements provide facts and information related to the 
circumstances surrounding the o-ircumstances of Ms. Agnicl's clerical error, which is the basis for 
Petitioner's showing of "unavoidable" delay in paying the second maintenance fee- 
As noted in the September 2 1 , 2012 decision on the petition, and in accordance with MPEP 
§711.03(c)(Il)(C)(2X 

a delay resulting fi-om an euor (e.g., a docketing error) on the pan of an employee 
in the performance of a clerical fiinction may provide the basis for a showing of 
'^Jnavoidablc" delay, provided it is shown that: 

(A) the error was the cause of the delay at issue; 

(B) there was in place a business routine for perfonning the clerical 
function that could reasonably be relied upon to avoid errors in its performance; 
and 

(C) the employee was sufficiently trained and experienced with regard to 
the fijnction and routine for its performance that reliance upon such employee 
represented the exercise of diie care. 

- (Decision on Petition, p. 4 Jl. 1 0 - 1 8). 

Based upon the concurrently submitted verified statements, iht; following facts arc 
provided to show that, in compliance with subparagraphs (A) - (C) of the above-noted MPEP § 
71 1 .03(c)(ll)(C)(2), there was in place a business routine for performing ihc clerical function that 
could reasonably be relied upon to avoid errors in its performance, Ms Agniel was sufficiently 
trained and experienced with regard 10 the function and routine for its perfomnaiice that reliance 
upon such employee represented the cxCTCisc of due care, and an error by Ms. Agniel was the 
cause of the delay at issue. 
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Mr. John Schmitt has been in the practice of law in France for 47 years. In the normal 
course of business, Cabinet John Schmitt handles directly or through foreign asiiociates client 
matters in the United States and in other countries throughout the World, For many of these 
matters, annuity fees in non-U.S. matters and maintenance fees in U.S. patents are monitored by 
Cabinet John Schmitt. 

For the past 34 years, Ms. Helen Agniel has been responsible for monitoring non-U.S. 
annuity fees and U.S. maintenance fees for Cabinet Jolni Schmitt clients. Ms. Agniel was trained 
in the law firm's procedures for monitoring annuity and U.S. maintenance fees by Mr. John 
Schmitt to be aware of and react to receipt of the U.S. Letters Patent, receipt of a reminder for 
payment of the maintenance fee from an associate or third party annuity service, and j cccipt of 
instructions from the patent owner regarding payment of the maintenance fee. Ms. Agniel was 
additionally trained so that in the event files are transferred to Cabinet John Schmitt and Cabinet 
John Schmitt is to be responsible for payment of U.S. maintenance fees, she is responsible for 
compiling a listing of U.S. patents in the files and providing the patent information to Computer 
Patent Annuities (CPA), Cabinet John Schmitt's third party annuity service. 

Ms. Agniel was also taught that, because the tliird party annuity service CPA is engaged 
with the responsibility for the docketing of maintenance fees and providing reminders, it is the 
policy of Cabinet John Schmitt that maintenance fee due dates are not entered into the Cabinet 
John Schmitt docketing system. 

As set forth above, when U.S. Patent No. 6,285,285 was issued, Greenblum & Bernstein 
was responsible for docketing for and paying the maintenance fees. Thus, Cabinet John Schmitt 
was not responsible for monitoring the U.S. maintenance fee, and it was not necessary for Ms. 
Agniel to engage the services of CPA upon receipt of the U.S. Letters Patent. On March 1 6, 2006, 
which was subsequent to the payment of the first maintenance fee and to Greenblum & Bernstein's 
letter reporting the filing of the maintenance fee and the due date for filing the second maintenance 
fee, Greenblum & Bernstein informed Cabinet John Schmitt that, effective January 1, 2007, they 
would be instituting their new policy by which Greenblum & Bernstein would no longer be 
responsible for the docketing or payment of maintenance fees and would no longer forward 
reminders or other correspondence received from the U.S. Patent and Trademark Office regarding 
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maintenance fees. 

After receipt of the March 16, 2006 Greenbliun & Bernstein letter, Ms. Agniel was 
instructed by Mr. John Schmitt to treat Grcenblum & Bernstein's new policy as a transfer of files 
to Cabinet John Schmitt. According to fmn policy, Ms. Agniel was instructed to compile a listing 
of all pending U.S. patents obtained by Greenblum & Bernstein on behalf of Cabinet John Schmitt 
and to instruct CPA to take responsibility for paying the maintenance fees. Ms. Agniel confirmed 
that the listing of patents was completed and that CPA had been instructed to take responsibility 
for docketing for and paying the maintenance fees in the listed patents. 

After Ms. AgnieFs confirmation that CPA was responsible for maintenance fees 
previously handled by Greenblxim & Bernstein, Jolm Schmitt returned a signed acknowledgment 
of Cabinet John Schmitt's responsibility for monitoring U.S.- maintenance fees in all U.S. patents 
obtained by Greenblum & Bernstein for Cabinet John Schmitt clients on March 29, 2006. 

After a representative of the patent owner, Biolog S.A- contacted Cabinet Johr> Schmitt on 
November 22, 201 1 requesting an explanation of the patent's status, Mr. John Schmitt instructed 
Ms. Agniel to check the status U.S. Patent No. 6,285,285 and whether CPA had been instructed to 
pay the second maintenance fee. In reviewing her records, Ms. Agniel found tJiat through error 
U.S. Patent No. 6^285,285 was inadvertently omitted from her listing of Greenblum & Bernstein 
patents obtained lor Cabinet John Schmitt clients. As a result of this error, CPA had not been 
instructed to take over the docketing and payment of the maintenance fees for U.S. Patent No. 
6,285,285. In her 34 years being responsible for monitoring annuity fees and U.S. maintenance 
fees, the second maintenance fee in U.S. Patent No. 6,285,285 is the only fee not timely paid by 
Ms* AgnieL 

In view of the foregoing, Petitioner submits that the facts set forth above and corroborated 
by the attached verified statements and redacted acknowledgment letter, show that the responsible 
party for monitoring and paying the second and subsequent U.S. maintenance fees for U.S. Patent 
No. 6,285,285 was Cabinet John Schmitt, and that, in addition to showing the delay resulted from 
Ms. Agnicrs error in a clerical function, Petitioner has shown that the error waf; the cause of the 
delay, that there was a business routine in place for performing the clerical function that could be 

iP200«5 OI5a933».lXX"X) - 7 - 

PAGE 8/22' RCVD AT 11/21/20124:29:24 PiW [Eastern Slanda^^^^^^ 


11/21/2012 17:31 FAX 7037181180 


6REEHBLUM BERNSTEIN 


0 003/0 


Att'y Docket No. P20085 Customer No.: 070S5 

relied upon to avoid errors in its performance, and that Ms. Agniel was sufficiently trained and 
experienced with regard to the function and routine for its perfonmance that reliance upon her 
represented the exercise of due care. 

Further, the undersigned acknowledges the Petitions Examiner's questioning on page 3, 
lines 24 - 30 whether Greenblum & Bernstein retained any responsibility for payment of the 
second maintenance fee. A$ the attached redacted copy of the March 16, 2006 letter reveals, 
Greenblum & Bernstein's policy to no longer take responsibility for monitoring and paying U.S. 
maintenance fees and to no longer forward reminders from the U.S. Patent and Trademark Office 
regarding maintenance fees was clearly and unambiguously presented to Cabinet John Schmitt. 
Moreover, as evidenced by the attached redacted letter, this policy change and transfer of 
responsibility was acknowledged and agreed to by Mr. John Schmitt on March 29, 2006, Thus, 
the undersigned understands that the Petitions Examiner's consideration of Greenblum & 
Bernstein's policy is limited to a determination of whether Cabinet John Schmin: was aware of and 
accepted the responsibility for monitoring U.S. maintenance fees for patent obtained by 
Greenblum & Bernstein and not to the particulars of Greenblum & Bernstein's policy, which was 
implemented to reduce its exposure to foreseeable liability risks. Accordingly, the undersigned 
submits that the redacted letter provides sufficient information to show that Cabinet John Schmitt 
had agreed to take over responsibility for U,S, maintenance fees from Greenblum & Bernstein and 
understood that Greenblum & Bernstein wouJd not forward any reminders from the U.S. Patent 
and Trademark Ofiicc related to maintenance fees. 

CONCLUSION 

Due to the circumstances described, the missed payment of the second maintenance fee 
was caused by circumstances which were entirely unavoidable. Furthermore, lor the reasons 
given supra, the instant petition was filed promptly. 

Accordingly, acceptance of the delayed payment of the maintenance fee due on the 
above-identified patent is respectfully requested, whereby the patent will not be considered as 
having been expired. 

The Commissioner is hereby authorized to charge any additional fees, or credit any 
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overpayment to Deposit Account No. 19-0089. 

Respectfully submitted, 
Jean-Claude MONGRENIER 

/Robert W. Mueller/ Reg. No. 35,043 
Robert W. Mueller 


Neil F. Greenblum 
Reg. No. 28,394 

November 2 1,2012 
GREENBLUM & BERNSTEIN 
1941 Roland Clarke Place 
Reston, VA 20191 
(703) 716-1191 
(703)716-1180 (fax) 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ^^^£lV^[^ 

Applicant : Jean-Claude MONGRBNIER Confirmation No. 3501 l\jQ^ ^ ^ 

Appln. No. ; 09/647,92 1 U.S. Patent No. 6,2S5,28.i OFFICE OF ozm* 

Filed ; November 13, 2000 tssued: September 4, 2001 

For : DEVICE FOR ASSOCIATING A CONTAINER AND A COMPUTERIZED 

• DEVICE MONITORING ITS CONTENTS 

VERIFIED STATEMENT BY H^LfeN AGNIEL IN SUPPORT OF RENEWED 
PETITION TO ACCEPT DELAYED PAYMENT OF MAINTENANCE FEE UNDER 37 

C-KR. 1 J78(b) 

Commissioner for Patents 

U.S. Patent and Trademark Office 

Customer Service Window, Mail Stop 

Randolph Building 
401 Dulany Street 
Alexandria, V A 22314 

Sir: 

I, H^len Agniel, make the following statements as to my personal involvement with the 
above-captioned appUcatioti, 

( 1 ) I have been employed by the French law firm of Cabinet John Schm itt^ located al 
9, rue Pizay, 69001 Lyon, France, for3^ years, 

(2) In the course of my duties to Cabinet John Schmitt, I am responsible for 
monitoring annuity fees for non-U.S, applications ai>d patents and maintenance fees for U:S, 
patents. 

(3) When I began monitdring annuity and maintenance fees, I was trained by Mr. 
John Schmitt in the firm procedures for mpnrtoring annuity and maintenance fees. In particuipj:^ 
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1 was taught that, when Cabinet John Schniitt is responsible for payment of U,S- maintenance 
fees, I must be aware of and react to three (3) actions, i,c., receipt of the U.S. Letters Patent, 
receipt of a reminder for payment of the maintenance fee from a third party annuity service, and 
receipt of iastructions from the patent owner regarding payment of the maintemmce fee. 

(4) According to my training, upon receipt of the U.S. Letters Patent from our U.S. 
associate, I am to contact Computer Patent Annuities (CPA), our third party annuity service and 
provide the U.S. patent information and instructions for CPA to docket for payment, send 
reminders, and make payment of U.S. maintenance fees. 

(5) I was also trained so that, when CPA sends a reminder for payment, the rerainder 
is forwarded to the patent owner with an inquiry whether the U.S. maintenance fee is to be paid, 

(6) When CPA does not receive instructions by a requested d:ue date, I was made 
aware that CPA would send subsequent reminders followed, if necessary^ by a finaJ reminder, 
and that 1 am to forward these reminders to die patent owner with renewed inquiries whether the 

maintenance fee is to be paid. 

(7) 1 was trained so that, when the patent owner provides instructions for payment, I 
contact CPA and provide instructions to pay the maintenance fee, 1 am also aware that CPA will 
not pay the maintenance fee without instructions to do so. 

(8) In addition to being aware of and reacting to the i&t^e (3) ctcfions noted above, I 
wa^ also taught that,.'when files are transferred to Cabinet John Schmift ^ai^d Gablnfet John 
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Schmitx is to be responsible for payment of Lf.S. maintenance tees, I am responsible for 
compiling a listing of U.S. patents in the files and providing the patent infornijation to CPA. 

(9) As annuity payments are required for every non-U. application and patent and 
maintenance fees are required in every U,S, patent, in the c<>urse of my duties, 1 monitor payment 
of hundreds of annuity and maintenance fees due each year. 

(10) Because CPA is charged with the responsibility for docketing and providing 
timely reminders regarding paynaenl, I was informed, as a matter of firm policy, due dates for 
U.S. maintenance fee due dates are not to be recorded in our docketing dat^basc\ 

(1 1) In March of 2006, 1 was informed by Mr. Schmitt that one of ouj* U.S. associates, 
GteenbJum & Bernstein, P.L.C,^ would not be responsible for payment of U.S. maintenance fees 
beginning in January 2007 and that Cabinet John Schmitt would become responsible lor U.S. 
maintenance fees due on all pending U.S. patents obtained by Greenblum & Bernstein, PX.C. for 
cliOTts of Cabinet John Schmitt after this date. 

(12) Mr. John Schmitt instnioted me to treat Greenblum & Bernstein's new poHcy as a 
transfer of files to Cabinet John Schmitt and to compile a listing of all pending U,S: patents 
obtained by Greenblum & Bernstein, PX.C, for clients of Cabinet John Schmitt and to instruct 
CPA to take responsibility for paying the maintenance fees, 

(13) Before January 2007, 1 Mormed CPA of the patent mfocmation for, what I 
bieJieved at the time to be, all pending .U.S. patents obtained by Gree^iblura & Beimstein, P.L.G. 
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for clients of Cabinet John Schmirt and instructed CPA to docket for payment, send reminders, 
and make payment of U.S. maintenance fees for these files, 

(14) I confirmed to Mr. John Schmitt that CPA had been instructed to take over 
maintenance fee payments for all pending U,S. patents obtained by Greenblum Sl Bernstein, 
P.L.C. for clients of Cabinet John Schmitt 

(13) On November 22, 201 1 , Mr. John Schmitt asked me whedier we had instructed 
CPA to pay the maintenance fee for U.S. Patent No. 6,285,285. 

(16) In reviewing ray records, I found that U.S. Patent No, 6,285,285 was obtained by 
Greenblum & Bernstein, P-,L,C, but that this patent was inadvertently not included in my listing 
of patents obtained by Greienbiuiti & Bernstein, P.L,C- for Cabinet John Schrailt clients. 

(17) As a result of my eiror, CPA had not been instructed to take over docketing and 
payment of maintetiance fees for U.S. Patent No. 6j285>285. 

(18) IntbeBA y^ars that I have been responsible for monitoring annuity fees and 
maintenance fees^ tji6 maintenatnce fee due in U.S. Patent No, 6^85,285 is the only payment th^ 
was not timely patid- 

(19) Based tipoii nny mvolvejuent in this matter, Mr. John Schmitt asked xne to assist 
Greenblum & Bemstiein, P.L.C. with the preparation and filing of such a pe;tttion^ intluding 
making this statement fpg^Erding my kjiowledge of the facts related to this matter 
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(20) I hereby state diat my failure to inform CPA of the secxjnd maintenance fee due 
date U.S. Patent No. 6,285,285 was an error that resulted in an unavoidable delay in paying the 
maintenance fee, and that after being inform by Mr, John Schmitt of the expiration of the patent, 
I acted diligently to assist in the preparation and prompt filing of this grantable petition under 37 
C.F.R. 1.378(b). 

I further declare that all statements made herein of my own knowledge are true and that 
all statements made On information and belief are believed to be true; and fiirther^ that these 
statements were made with knowledge that wiUful false statements and the like so mude are 
punishable by fine or imprisonment or both, under Section 1001 of Title 18 of the United States 
Code, and that such willful felse statements may jeopardize the validity of the above-captioned 
apphcation or any patent issuing therefrom. 




(Dat^) 


Bilhn Agnid 
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Ciisiomcr No.; 07055 


Appln,No. : 09/647,921 


Applicant : Jean-Claude MONGRENIER 


IN THE UNITED STATES PATENT AND TRADEMARX OFFICE 


Confirmation No. 3501 


U.S. Patent No. 6,285,285 


^OV 3 0 2012 


Filed 


: November 13, 2000 


Issued; September 4, 2001 


For 


: DEVICE FOR ASSOCIATING A CONTAINER AND A COMPUTERIZED 
DEVICE MONITORING ITS CONTENTS 


VERIFIED STATEMENT BY ,>OHN SCHMITT IN SUPPORT OF RENEWED 
PETITION TO ACCEPT DELAYED PAYMENT OF MAINTENANCE FEE UNDER 37 

C.F.R. 1.378(b) 

Commissioner for Patents 

U.S. Patent and Traden^ark Office 

Customer Service Window, Mail Stop 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 


I, John Schmitt, make the following statements a$ to my persoxial involvement with the 
above-captioaed applicatioti. 

(1) 1 am th6 principle of the French law firm of Cabinet John Schmitt, located at 9, 
me pEsay, 69001 Lyon, France, and have been in practice of law in France fof years. 

(2) I trained H^ldn Agntel, an employee of my firm for 35 years, in my firm's 
procedures fdr monitoring annuity and maintenance fees, Ms. Agniel has been vaiueii employee 
resjf>oii$Jt>,le for monitoring annuity and maintenance fees clients of Cabinet Jo^rl Schmitt for 


Sir: 
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(3) In accordance with my firm's policy, Ms. Agniel was informed that Computer 
Patent Annuities (CPA) is our third party annuity service contractor and taught to provide the 
U.S- patent infomnation and instructions for CPA to docket for payment^ send reminders, and 
make payment of U.S. maintenance fees, 

(4) In the course of her training, Ms. Agniel was taught that, when C^abinei John 
Schmitt was responsible for payment of U.S. maintenance fees, she must be aware of and react to 
three (3) actions, i.e., receipt of the U.S. Letters Patent, receipt of a reminder for payment of the 
maintenance fee from CPA, and receipt of instructions from the patent owner regarding payment 
of the maintenance fee. 

(5) Ms, Agniel was also taught that^ when files were transferred to Cabinet John 
Schmitt and Cabinet John Schmitt was to be responsible for payment of U.S^ raaintemtnce fees, 
she should compile a listing of pending U.S. patents in the files and provide such patent 
inform alien to CPA. 

(6) Because CPA is charged with the responsibility for docketing and providing 
timely reminders regarding payment, as a matter of firm policy, due dates for U.S. maint^^ce 
fee due ddtes are not recorded in our docketing database. 

(7) I received a letter on March 16, 2006 firom one of my U-S, associates, C^enbliuu 
& Bernstein, PX.C, informing me that, effective January 2007, Greenblum & Bemstejn, PX-C, 
would no loriger be respqnsiblp for docketing and payment of U.S. mainten^ce fees or for 
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sending reminders or correspondence from the U.S. Patent and Trademark Office regarding 
maintenance fees, 

(8) Prior lo acknowledging the new Greenblum & Bernstein, P.L,C. maintenance fee 
policy, I instructed Ms Agniel to treat Greenblum & Bernstein's new policy a$ n transfer of files 
to Cabinet John Schmitt and to compile a listing of aJl pendmg U.S, patents obtained by 
Greenblum & Bernstein, P.L.C. for clients of Cabinet John Schmitt and to instruct CPA to take 
responsibih'ty for paying the maintenance fees. 

(9) Ms. Agniel confirmed to me that CPA had been instructed to take over 
maintenance fee payments fpr all pending U,S. patents obtained by Greenblum & Bernstein, 
PX.C. for clients of Cabinet John Schmitt. 

(10) On M^h 26, 2006, 1 acknowledged the new Greenblum & Bernstein, P.L,C. 
maintenance fee policy and that, as of Januaiy 2007, Cabinet John Schmitt would be responsible 
for monitoring and paying U-S, maintenance fees in patents obtained by Greenblum & Bernstein, 
RL.C. for Cabinet John Schmitt clients. 

(11) I was contacted on November 22, 201 1 by a representative of the assignee Biolog, 
SA inquiring whether U.S. Patent No. 6^^5,285 was still in force. 

(12) I asked Ms. Agniel to check the status of U,S. Patent No, 6^85,285, and was 
infonned that, according to her records, CPA was inadvertently not instructed to TOonitor this 
patent 

{i*2o085Ol584«»i.rxx:} 

PAGE18l22'RCVDATi1/21/20124:29:24PllllpsternStandardJimeliSVR™^ — - 


11/21/2012 17:34 FAX 7037161180 


6REENBLUM BERNSTEIM 


0)019/022 


Att'y Docket No. P200S5 CustoirierNo.: 07055 


(13) Upon finding the second maintenance fee was not paid, I contacted the law firm 
of Greenbluin & Bernstein, PJ.,C on November 22, 201 1 to inquire whether U.S. PaJcnt No. 
6,285;285 could be revived since the non-payment of the maintenance fees patent was the result, 
of an error by Cabinet John Schmitt, 

(14) On November 30, 201 1 , 1 was informed that, because the patent had lapsed more 
than 24 months eaj-tier, it would be necessary to prepare and file a Petition to Accept I^te 
Paymetit of Maintenance Fee under the unavoidable standard of 37 C.F.R. 1.378(b). 

(15) Because of her knowiedgc of the matter, I asked Ms. Agniel to assist Greenblum 
& Bernstein, P.L,C. with the preparation and filing of such a petition, including making a 
statement regarding my knowledge of the facts re[ated to this matter, 

(16) I hereby state and acknowledge that an inadvertent error wa5 tommitted by my 
employee in performing her normal duties by not instructing CPA of the second maintenance fee 
due date U.S. Patent No. 6^285,285, and that this error resulted in an unavoidable delay in paying 
the maintenance fee. 

(17) After [ was notified by the assignee of the expu^ion of the patent, I acted 
Hiiligentiy to assist in the preparation and prompt filing of this grantable petition under 37 C.F.R. 
1, 378(b). 

I further declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and furtha-, that th^se 
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Statements were made with knovvfedge that willful false statements and the like so made are 
punishable by fine or imprisonment or both, under Section 1001 of Title 1 8 of ihe United States 
Code, and that such willful false statements may jeopardize the validity of the above-captioned 
application or any patent issuing therefrom. 
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Plea^ fiJe, or have the vendor you select, file a Maintenance Fee Address change 
form for your cases and ensure that it is entered by the U.S. Patent and Trademark Office 
(USPTO). Wc will no longer fonvard any reminders or other correspondence received from the 
USFTO for these cases- 

As of January I, 2007 we will no longer be rcsponsiblt: fC'f the maintenance and 
payment of U.S, Maintenance Fees, and will remove entries relating to tbe maintenance of U.S. 
patents from our docketing system. As the attorney or Turn Of record for rnatters other than 
payment of U,S- Maintenance Fees, we will continue to receive other posi-issuance 
correspondence from the UvSPTO, such as notice of filing of reexamination requests- 

This new policy will be effective January J, 2007, allowing time for you to put a new 
system in place. Our correspondence in the next few months will reflect these changes. 
Therefore, any D-S^ Malotenance Pee due on or after Jdi^uary 1^ 2007 will not be p^d by 
our firm fttwl any docket entries relating to such fees will be immedialely removed Ttom our 
docketing system, such that we wtJl not send you reminders for the same. 

Wc wjJl continue to monitor and pay annuities on foreign paienls and foreign patent 
applic^dtions under those circumstances wherein we have been authorized to do so. 

Please acknowledge receipt of this letter by returning it, signed, to our offices. 

Pleased be a^ured ih^l we will remain available for consulUition if you require any 
post-issuance legal advice or assistance in determining whether to maint^Jn any patents in force. 
Feel free to contact us with any questions you may have on this )S$ue, 



Very truly yours, 

GREENBLUM & Bf JRNSTEIN, P.L.C. 


Acknowledged by 
Name: 

Company: 

Date: 


John ^CHmrr 

ftftt^fCTB >> »ARQUF *i MOnPlPg 

9, Rue £ij»T - 69001 LYON 



RECEIVED 

MAR 2 9 2006 

GREEHfililM&BERNSlQMPlC 
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